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Tips for Optimal Quality
 Sound QualityIf you are listening via your computer speakers, please note that the qualityof your sound will vary depending on the speed and quality of your internetconnection.
 If the sound quality is not satisfactory, you may listen via the phone: dial1-866-819-0113 and enter your PIN when prompted. Otherwise, pleasesend us a chat or e-mail [email protected] immediately so we can addressthe problem.
 If you dialed in and have any difficulties during the call, press *0 for assistance.
 Viewing QualityTo maximize your screen, press the F11 key on your keyboard. To exit full screen,press the F11 key again.
 FOR LIVE EVENT ONLY
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 Viewing QualityTo maximize your screen, press the F11 key on your keyboard. To exit full screen,press the F11 key again.
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Continuing Education Credits
 In order for us to process your continuing education credit, you must confirm yourparticipation in this webinar by completing and submitting the AttendanceAffirmation/Evaluation after the webinar.
 A link to the Attendance Affirmation/Evaluation will be in the thank you emailthat you will receive immediately following the program.
 For additional information about continuing education, call us at 1-800-926-7926ext. 35.
 FOR LIVE EVENT ONLY
 In order for us to process your continuing education credit, you must confirm yourparticipation in this webinar by completing and submitting the AttendanceAffirmation/Evaluation after the webinar.
 A link to the Attendance Affirmation/Evaluation will be in the thank you emailthat you will receive immediately following the program.
 For additional information about continuing education, call us at 1-800-926-7926ext. 35.
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Patent Prosecution and Defeating Abstractness:Minimizing the Risk of Sect. 101 Rejection
 November 10, 2016
 Lessons From Recent Federal Circuit Court Decisions
 Patent Prosecution and Defeating Abstractness:Minimizing the Risk of Sect. 101 Rejection
 Steve MarshallPrincipalWashington, [email protected]
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Overall Webinar Outline
 Lessons from recent Federal Circuit decisionsDDR Holdings v. Hotels.com (Fed. Cir. 2014)
 BASCOM Global Internet Services v. AT&T Mobility (Fed. Cir. 2016)
 Enfish v. Microsoft Corp. (Fed. Cir. 2016)
 McRO, Inc. v. Bandai Namco Games America, Inc. (Fed. Cir. Sept. 13, 2016)
 Approaches to defeat abstractnessClearly stated problem/solution
 Claim formats to use and avoid
 Well-defined claim terms
 Best practices for overcoming patent eligibility challenges
 District Courts struggle to deal with 35 U.S.C. § 101
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Section 101 Review
 6
 Section 101 Review
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Patent Eligibility Fundamentals
 • 35 U.S.C. § 101• “Whoever invents or discovers any new and useful process,
 machine, manufacture, or composition of matter, or any new anduseful improvement thereof, may obtain a patent therefor,subject to the conditions and requirements of this title.”
 • Longstanding exceptions• Laws of nature (e.g., E=mc2)• Natural phenomena (e.g., minerals)• Abstract ideas
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Judicial Interpretation of Section 101
 • Traditionally, section 101 was read narrowly
 • Breakthroughs in the 1970s and 1980s challenged thesetraditional notions
 • Biotechnical innovations forced the question of what is “natural” asopposed to “man made”
 • Increased computer use to speed up common tasks and computations
 • Traditionally, section 101 was read narrowly
 • Breakthroughs in the 1970s and 1980s challenged thesetraditional notions
 • Biotechnical innovations forced the question of what is “natural” asopposed to “man made”
 • Increased computer use to speed up common tasks and computations
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Nature and Natural Phenomena
 Diamond v. Chakrabarty, 447 U.S. 303 (1980)
 • PTO rejected claims to a genetically engineered bacterium as livingorganisms
 • CCPA reversed; found living organisms patentable
 • Supreme Court affirmed, holding that “anything under the sun that ismade by man” is patent eligible
 • Opened the floodgates for protection of biotechnology-relatedinventions
 • See, e.g., U.S. Patent No. 4,736,866 (the “OncoMouse”)
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Processes - Supreme Court Trilogy
 Begins pendulum swing in favor of broad patent eligibility• Gottschalk v. Benson, 409 U.S. 63 (1972)
 • Articulates the “machine-or-transformation” test wherebyprocess patent claims must be directed to an implementingmachine or transformation of substances
 • Parker v. Flook, 437 U.S. 584 (1978)
 • Limiting an abstract idea to one field of use or adding tokenpost-solution components does not make the concept patentable
 • Diamond v. Diehr, 450 U.S. 175 (1981)
 • Court held that machine or process which makes use of amathematical formula may be patentable; distinct fromattempting to claim the formula itself
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Business Methods
 State Street Bank v. Signature Financial Group,149 F.3d 1368 (CAFC 1998)
 • The patent was directed to a system for managing an investmentstructure whereby mutual funds pool assets in an investmentportfolio organized as a partnership
 • D. Mass. invalidated the patent as directed to an unpatentablemathematical formula
 • CAFC reversed, holding an invention is patent eligible if it involvessome practical application and “produces a useful, concrete andtangible result”
 • State Street paved the way for business method patents
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Patent Eligibility Pendulum Swings Back
 Bilski v. Kappos, 561 U.S. 593 (2010)
 • The machine-or-transformation test is not the sole test fordetermining the patent eligibility of a process—it is a useful andimportant clue
 • Confirmed end of State Street Bank’s “useful-concrete-tangible” test
 • Rejected a categorical exclusion of business method patents
 • Failed to provide clear guidance on patentability
 • Software and business methods not categorically excluded but left inlimbo
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The Two-Step Mayo Test
 Mayo Collaborative Services v. Prometheus Labs., Inc., 132 S. Ct.1289 (2012)
 • Patents were related to methods for calibrating properdosage of thiopurine drugs to treat autoimmune diseases
 • The Court found the claims patent ineligible
 • Two-step test:• Is the claim directed to a law of nature, natural phenomenon, or
 abstract idea?• Does the claim recite additional elements that amount to significantly
 more than the judicial exception?
 Mayo Collaborative Services v. Prometheus Labs., Inc., 132 S. Ct.1289 (2012)
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Alice Applies Mayo
 Alice Corp. Pty. Ltd. v. CLS Bank International, 134 S. Ct. 2347 (2014)
 • Must distinguish between patents that claim the building blocks ofhuman ingenuity and those that integrate them into something more
 • Step 1: Claims directed to abstract idea of intermediated settlement
 • Step 2: Implementation on a general purpose computer carrying outconventional steps does not supply the necessary “inventiveconcept”
 • Alice made clear that the two-part Mayo test applies to all patenteligibility questions under Section 101
 • What was not clear was how the test is to be applied
 Alice Corp. Pty. Ltd. v. CLS Bank International, 134 S. Ct. 2347 (2014)
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Federal Circuit DecisionsFinding Eligibility
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 Federal Circuit DecisionsFinding Eligibility
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DDR Holdings: Retaining Website Visitors
 DDR Holdings, LLC v. Hotels.com et al.,773 F.3d 1245 (Fed. Cir. 2014) (Chen)
 • First Federal Circuit decision after Alice to uphold thepatent eligibility of a computer-implemented invention
 • Claimed methods directed to the problem of retainingwebsite visitors inclined to click on third party ads
 • When clicking on an ad, the user is directed to agenerated hybrid webpage that has the “look and feel” ofthe host website and permits the user to purchase theproduct while still at the host website
 DDR Holdings, LLC v. Hotels.com et al.,773 F.3d 1245 (Fed. Cir. 2014) (Chen)
 • First Federal Circuit decision after Alice to uphold thepatent eligibility of a computer-implemented invention
 • Claimed methods directed to the problem of retainingwebsite visitors inclined to click on third party ads
 • When clicking on an ad, the user is directed to agenerated hybrid webpage that has the “look and feel” ofthe host website and permits the user to purchase theproduct while still at the host website
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DDR Court Punted on Step 1
 • Asserted claims do not recite a mathematicalalgorithm
 • Nor an economic or longstanding commercialpractice
 • Although they are directed to a businesschallenge particular to the Internet
 • Rather than decide, the court simply skippedahead to Step 2
 • Asserted claims do not recite a mathematicalalgorithm
 • Nor an economic or longstanding commercialpractice
 • Although they are directed to a businesschallenge particular to the Internet
 • Rather than decide, the court simply skippedahead to Step 2
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DDR Holdings Saved by Step 2
 • “necessarily rooted in computer technology in order toovercome a problem specifically arising in the realm ofcomputer networks”
 • No particular explanation of “inventive concept”
 • Found no preemption of idea of increasing sales by making twoweb pages look the same
 • Distinguishes generic “use of the Internet” to performabstract business practice
 • Dissent points out that limiting the technologicalenvironment is not enough to save an abstract idea
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Bascom: Filtering Internet Content
 Bascom Global Internet Svcs, Inc. v. AT&T MobilityLLC, et al., 827 F.3d 1341 (Fed. Cir. 2016) (Chen)
 • Claimed software on remote ISP server for filtering Internetcontent, with the feature that filtering could be individuallycustomized for each user’s requirements
 • ND Texas district court dismissed, finding that the claims weredirected to the abstract idea of “filtering content” similar totraditional media like books at a library
 • Also determined that there was no “inventive concept” in thelimitations (individually or in combination) – just well-knownelements
 Bascom Global Internet Svcs, Inc. v. AT&T MobilityLLC, et al., 827 F.3d 1341 (Fed. Cir. 2016) (Chen)
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Court Struggles with Step 1
 • Opinion notes that computer-related inventionsinvolve close calls that are often more easilydetermined under Step 2
 • Ultimately agrees with the district court that theasserted claims were directed to the abstractconcept of “filtering content”
 • Turns to Step 2 analysis to search for an“inventive concept”
 • Opinion notes that computer-related inventionsinvolve close calls that are often more easilydetermined under Step 2
 • Ultimately agrees with the district court that theasserted claims were directed to the abstractconcept of “filtering content”
 • Turns to Step 2 analysis to search for an“inventive concept”
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Non-Conventional Arrangement of Conventional Pieces
 • Individual limitations recite generic componentsbut combination is inventive
 • Inventive concept is installation of filtering tool atspecific (remote) location with user-specificcustomizable features
 • Court reasoned that the claimed arrangement isa technical improvement over prior art ways offiltering Internet content and does not preemptthe underlying abstract idea
 • Individual limitations recite generic componentsbut combination is inventive
 • Inventive concept is installation of filtering tool atspecific (remote) location with user-specificcustomizable features
 • Court reasoned that the claimed arrangement isa technical improvement over prior art ways offiltering Internet content and does not preemptthe underlying abstract idea
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Judge Newman’s Dissent
 • “I have come across no guide to when a claim crossesthe boundary between unacceptable abstractness andacceptable specificity”
 • Subject matter that complies with section 112 avertsgenerality, vagueness, and over-breadth thatcharacterize abstract ideas
 • Current eligibility analysis is better left to traditionalpatentability determination
 • At the very least, the current rubric is inefficient
 • “I have come across no guide to when a claim crossesthe boundary between unacceptable abstractness andacceptable specificity”
 • Subject matter that complies with section 112 avertsgenerality, vagueness, and over-breadth thatcharacterize abstract ideas
 • Current eligibility analysis is better left to traditionalpatentability determination
 • At the very least, the current rubric is inefficient
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Enfish: Improvement to Computer Functionality
 Enfish, LLC v. Microsoft Corp., 822 F.3d 1327 (Fed. Cir.2016) (Hughes)
 • Claims directed to a self-referential database model inwhich all data entities are in a single table, and thecolumn definitions are provided by the rows
 • Allows for faster searching and more efficient storageover existing techniques
 • Reversed district court determination on section 101based only on Step 1 analysis
 Enfish, LLC v. Microsoft Corp., 822 F.3d 1327 (Fed. Cir.2016) (Hughes)
 • Claims directed to a self-referential database model inwhich all data entities are in a single table, and thecolumn definitions are provided by the rows
 • Allows for faster searching and more efficient storageover existing techniques
 • Reversed district court determination on section 101based only on Step 1 analysis
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Analytical Groundwork
 • Step 1 is a meaningful test and not just ainterlude on the way to Step 2
 • Software claims are not inherently abstract
 • Relevant question is whether the claims aredirected to an improvement to computerfunctionality
 • Here, computer not used in its ordinary capacityto merely implement economic or other tasks
 • Step 1 is a meaningful test and not just ainterlude on the way to Step 2
 • Software claims are not inherently abstract
 • Relevant question is whether the claims aredirected to an improvement to computerfunctionality
 • Here, computer not used in its ordinary capacityto merely implement economic or other tasks
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Improved Technological Process
 McRO, Inc. v. Bandai Namco Games America,Inc. (Fed. Cir. Sept. 13, 2016) (Reyna)
 • Patents relate to automating part of a preexisting 3Danimation method to sync facial expressions to thecharacter’s speech
 • Prior art methods included manually setting parametersto blend fixed facial expressions according to a transcript
 • Claims directed to use of rules to automatically setparameters based on sequence and timing of sounds
 McRO, Inc. v. Bandai Namco Games America,Inc. (Fed. Cir. Sept. 13, 2016) (Reyna)
 • Patents relate to automating part of a preexisting 3Danimation method to sync facial expressions to thecharacter’s speech
 • Prior art methods included manually setting parametersto blend fixed facial expressions according to a transcript
 • Claims directed to use of rules to automatically setparameters based on sequence and timing of sounds
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Claims Survive under Step 1
 • Claims are limited to “rules that evaluate sub-sequences consisting of sequential phonemes[i.e., sounds]”
 • Incorporation of the claimed rules, not use of thecomputer, improves the existing technologicalprocess
 • Distinct from cases where computer-automatedprocess and prior method were carried out in thesame way
 • Claims are limited to “rules that evaluate sub-sequences consisting of sequential phonemes[i.e., sounds]”
 • Incorporation of the claimed rules, not use of thecomputer, improves the existing technologicalprocess
 • Distinct from cases where computer-automatedprocess and prior method were carried out in thesame way
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No Broad Preemption
 • Relationship between sound sequences, timing,and parameters limit applicable rules
 • As such, there cannot be broad preemption of allrules-based implementations
 • Claims drafted to include the specific features ofthe rules overcome preemption concerns
 • Relationship between sound sequences, timing,and parameters limit applicable rules
 • As such, there cannot be broad preemption of allrules-based implementations
 • Claims drafted to include the specific features ofthe rules overcome preemption concerns
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Federal Circuit Takeaways
 • Claims in two cases saved by Step 2• Look to origin of problem solved
 • Unique combination of known computer elements isrelevant
 • May be on more shaky ground
 • Claims in two cases saved by Step 1• Claims do not utilize computer simply as an
 implementation means
 • Still an analytical emphasis on novelty of invention
 • Claims in two cases saved by Step 2• Look to origin of problem solved
 • Unique combination of known computer elements isrelevant
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35 USC § 101Patent ProsecutionDo my claims “preempt”?
 James L. ReedSquire Patton Boggs (US) [email protected](415) 954-0314
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35 USC § 101 – Patent Prosecution
 • Review of Governing Law – Abstract Ideas & Alice two-step• Enfish, DDR, Bascom, TLI and McRO• Pre-emption ?• Patent Preparation & Prosecution
 • Pre-filing – do I File?• Drafting the patent application• USPTO implementation of Alice Test
 • Concluding thoughts
 squirepattonboggs.com
 • Review of Governing Law – Abstract Ideas & Alice two-step• Enfish, DDR, Bascom, TLI and McRO• Pre-emption ?• Patent Preparation & Prosecution
 • Pre-filing – do I File?• Drafting the patent application• USPTO implementation of Alice Test
 • Concluding thoughts

Page 32
                        

Abstract Ideas
 Pre – Alice v. CLS Bank1) Mental process
 • Comparing and collecting information, using categories to organize information, …
 2) An idea (of itself)• mathematical formulas or algorithms, …
 Post – Alice v. CLS Bank3) Fundamental economic practice
 • Hedging, mitigating settlement risk, exchanging financial obligations
 4) Methods of organizing human activity• processing loans, managing a bingo game or card game, meal planning
 Alice two-part tests whether a claim is 1), 2) or blacklisted fields 3) or 4)
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Testing for Sec. 101 Abstractness: Alice two-part test
 First introduced in Mayo and later applied to software in Alice
 Step 1 - claim “directed to an abstract idea?”• A so-called “coarse filter”• What is claim’s “overall purpose” or “character as a whole”?• What technology field stands to benefit most from the innovation?
 If the answer under Step 1 is “yes,” go to Step 2Step 2 - “significantly more” than abstract idea?• Inventive concept?• Claims elements individually or in combination more than the “routine and
 conventional”?
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Patent-eligible claims
 • DDR Holdings v. Hotels.com / Bascom Global Internet Servicesv. AT&T Mobility
 • “significantly more” than the routine and conventional was claimed• Internet / computer resources used in an unconventional manner
 • Enfish v. Microsoft• Not an Abstract Idea• Software improves how a computer stores and retrieves information
 • McRO v. Bandai Games• Not an Abstract Idea• Computer software process that previously only could be done by a human
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DDR – “significantly more” to claims
 • Subject matter :• Website visitors clicking on third-party link not transported to third-party
 website, instead sent to site with “look and feel” third party site (store within astore concept)
 • Court ducks question whether abstract, holds that in any event patent-eligible
 • Problem solved :• Visitors not directed away from host website by a link to third-party
 product/service
 • Why patent-eligible• Claims depart from the routine and conventional sequence of events that
 occur when selecting a hyperlink• Did not preempt other ways of being redirected to third party site
 • USPTO commentary on DDR• Courts have held computer-implemented processes patent-eligible when generic
 computer components that when combined are not merely generic (May 4, 2016Memo to Examining Corps)
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Bascom – “significantly more” to claims
 • Subject matter claimed:• Filtering e-mail content by having personalized spam filters both at ISP server
 and locally
 • Problem solved:• How to manage and update e-mail filters more efficiently
 • Why patent-eligible?• Departs from conventional practice of setting e-mail filters only at end user• Claims did not preempt where limited to filtering tool having novel filter tool
 location at ISP server
 • USPTO commentary on Bascom - same as DDR• “examiners should consider the additional elements in combination, as well as
 individually, when determining whether a claim as a whole amounts to significantlymore, as this may be found in the nonconventional and non-generic arrangementof known, conventional elements. See also the discussion of evaluatingcombinations of additional elements in the May 4, 2016 Memorandum (in SectionIl.B), and the July 2015 Update (in Section I).”
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Enfish – NOT abstract
 • Subject matter claimed :• Software for storing / accessing information using a self-referencing data
 structure
 • Problem solved :• Limitations of prior art relational database structures
 • Why not abstract?• Solves a problem computer-specific problem• Specification and background confirmed claims unambiguously directed to an
 improvement in computers
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Enfish – USPTO Commentary
 • Software can make non-abstract improvements just as hardware improvements• “The court specifically noted that some improvements in computer-related
 technology, such as chip architecture or an LED display, when appropriatelyclaimed, are undoubtedly not abstract.”
 • Running on conventional computer does not automatically “doom the claim.”• To determine what claims were “directed to” (Step 1) court looked to teaching in
 specification – benefits / improvements over relational database structures (priorart)
 • Patent-eligible improvements does not need to be defined by reference to a“physical component.”
 • Enfish claims not ones in which computer components added after the fact
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TLI – abstract idea, unlike Enfish
 • Subject matter claimed :• System for organization / classification of media between mobile device and
 server
 • Problem solved :• Need for a media storage and classification system
 • Why Abstract• Does not solve a technology problem to arrive at media storage and
 classification system• Invention does not solve technology problem for combining camera-phone
 with server
 • USPTO commentary – unlike Enfish• claims “describe steps of recording, administration and archiving of digital images,
 and found them to be directed to the abstract idea of classifying and storing digitalimages in an organized manner . . . the additional elements of performing thesefunctions using a telephone unit and a server did not add significantly more to theabstract idea because they were well-understood, routine, conventional activities.”
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McRO – Not an abstract idea
 • Subject matter claimed :• Software for producing lip-synchronized character expressions keyed to audio
 data
 • Problem solved :• Manual and subjective process that previously could only be performed by a
 human
 • Why not abstract?• Claims recite specific means and method for achieving a specific
 technological result• Claims did not “preempt”
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McRO – USPTO commentary
 1. Examiners should consider the claim as a whole under Step 2A of theUSPTO's SME guidance, and should not overgeneralize the claim orsimplify it into its "gist" or core principles, when identifying a concept as ajudicial exception. See also the discussion of identifying an abstract idea inthe May 4, 2016 Memorandum (in Section II.A) and the discussion of claimsdirected to improvements in computer-related technology in the May 19,2016 Memorandum about Enfish, which is available on the USPTO's SMEWebpage.
 2. “An ‘improvement in computer-related technology’ is not limited toimprovements in the operation of a computer or a computer network per se,but may also be claimed as a set of "rules" (basically mathematicalrelationships) that improve computer-related technology by allowingcomputer performance of a function not previously performable by acomputer.”
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McRO – USPTO commentary (cont.)
 • An indication that a claim is directed to an improvement in computer-relatedtechnology may include -
 1) [A] teaching in the specification about how the claimed invention improves acomputer or other technology (e.g., the McRO court relied on the specification'sexplanation of how the claimed rules enabled the automation of specific animationtasks that previously could not be automated when determining that the claimswere directed to improvements in computer animation instead of an abstract idea).In contrast, the court in Affinity Labs of TX v. DirecTV relied on the specification'sfailure to provide details regarding the manner in which the invention accomplishedthe alleged. . .
 2) [A] particular solution to a problem or a particular way to achieve a desiredoutcome defined by the claimed invention, as opposed to merely claiming the ideaof a solution or outcome . . . . In contrast, Electric Power Group's claimed methodwas directed to an abstract idea because it merely presented the results ofcollecting and analyzing information, without even identifying a particular tool forthe presentation.
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McRO – USPTO commentary on Preemption
 • Preemption is the “concern” that gave rise to the Alice Test.• Latest USPTO Examiner’s memo (Nov. 2 2016):
 • Preemption: Several recent decisions discuss the role of preemption in theeligibility analysis, and the Office will be addressing preemption in more detail in itsforthcoming update to its SME guidance. Specifically, some recent decisionsdiscuss the absence of preemption as confirming the analysis that the claimedinvention is not directed to a judicial exception ( Cellz Direct) or includes aninventive step (BASCOM). The McRO court discusses the absence of preemptionin determining that the claimed invention was not "directed to" a judicial exception.Other decisions, however, do not consider the absence of preemption asconferring patent eligibility (e.g., Synopsys, Fair Warning, Intellectual Ventures v.Symantec, Sequenom, and OIP).
 • What is meant by “pre-emption”?
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The “concern” over pre-emption
 Pre-emption is key to understanding Alice Test• “We have described the concern that drives this exclusionary
 principle as one of pre-emption.” Mayo
 • “First and foremost is an abiding concern that patents should not beallowed to preempt the fundamental tools of discovery.” Alice
 • “The preemption concern arises when the claims are not directed toa specific invention and instead improperly monopolize ‘the basictools of scientific and technological work.’" McRO
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McRO – No pre-emption
 Breadth of claims not really the point!
 Its Abstract when…
 no "means or method of producing a certain result, or effect” instead only “theresult or effect produced." (Diehr)Therefore…“We . . . look to whether the claims focus on a specific means or method thatimproves the relevant technology or are instead directed to a result or effect,”McRO (citing Enfish)
 Is there a specific invention claimed, or Problem-Solution embodied inclaims?
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Not enough to defeat abstractness
 • Limiting claim to a specific technological field (Flook)• Claiming in combination conventional and routine hardware, network or
 telecommunication resources (Alice)• * Novelty
 • “[t]he ‘novelty’ of any element or steps in a process, or even of the process itself, is of norelevance in determining whether the subject matter falls within the categories of [Section101] patentable subject matter.” Intellectual Ventures v. Symantec (citing Diehr and Mayo)(emphasis in original)
 • Tangible result (State Street Bank)• “The concern underlying the exceptions to Section 101 is not tangibility, but preemption.”
 McRO (citing Mayo).
 • * No “pre-emption” (Sequenom)• “[W]e . . . look to whether the claims focus on a specific means or method that improves
 the relevant technology or are instead directed to a result or effect,” McRO (citing Enfish)
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Patent prosecution process
 • Should an application be filed for this invention?
 • The Patent Application – how to describe & claim the invention
 • Prosecution – responding to Section 101 rejections/avoiding TC 3600classification
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Is it worth filing?
 • If “close call” then• Expense / Delay Factor
 • Likely classified in one of the USPTO’s dreaded “e-commerce” art unit(s)?
 • Trade secret as alternative?• engine / secret sauce mostly in cloud• cannot be easily reverse-engineered
 • Does patent - IP offer a competitive advantage?• “patent pending” status• early-stage funding (startups)
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Alice test – Steps 1 & 2 Questions
 • Abstract idea? Significantly more?• Look for similar concepts struck down by an appellate court• Is there a pre-internet / computer analogue• Does claim recite a specific solution to a specific problem• Generic computer / hardware components being used• Is the invention easily capable of being used with generic computer or network
 processes, both alone and in combination• Is there a specific algorithm or computer-implemented logic associated with the
 invention (or does that have yet to be implemented)• May reveal the computer / software part is after-thought
 • Was there a reduction to practice, or is implementation only conceptual• Also may reveal the computer / software part is after-thought
 • Can it be practiced in someone’s head or on paper• Can claim as written be infringed this way
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USPTO resources on Section 101 - Abstractness
 Manual of Patent Examination Procedure (MPEP)• MPEP § 2103 – determining what was invented• MPEP § 2106 – subject matter eligibility (“SME”)Memos to Patent Examining Corps *• Memos on Alice, Enfish and TLI (2014, 2015 and 2016)• Memos on Bascom and McRO (Nov. 2, 2016)Other material at USPTO *• Eligibility Guidance Quick Reference Sheet (2014)• Subject Matter Eligibility (July 2015, May 2016 and Nov. 2016 updates)
 * https://www.uspto.gov/patent/laws-and-regulations/examination-policy/2014-interim-guidance-subject-matter-eligibility-0
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Statutory requirements for a patent
 1. Not an Abstract idea• 35 USC 101 (patent-eligible)
 2. Different from the prior art• 35 USC 102, 103 (novel, non-obvious)
 3. Claim scope consistent with summary / disclosed embodiments• 35 USC 112 (a) (written description)
 4. Claim scope reasonably ascertainable / reasonable certainty• 35 USC 112 (b) (definiteness)
 5. Functional claiming is supported• 35 USC 112 (f) (means + function)
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Drafting the patent application – Enfish / McRO
 Background / Summary• What is the specific technology problem?• What is the specific solution to that problem?
 The Claims• Review USPTO material – avoid similar terminology, especially for
 USPTO examples and other training material• Can you claim it without hint of blacklisted field being implicated?
 Detailed description• Examples of that specific solution
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Background, summary, claims
 Courts decide what a claim is ‘directed to’ based on statements insummary
 • e.g., the invention ”provide[s] for recording, administrating and archiving of digitalimages simply, fast …” TLI
 USPTO Examiners also look at these statements when deciding what wasinvented
 • MPEP § 2103
 Therefore, keep Section 101 in mind when choosing most broadestdescriptions of invention.
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Background, summary, claims (cont.)
 Consider separate applications with same detailed description butdifferent summary, background and claims
 • First specific to a technical solution (less likely a Section 101 issue)• Second more directed to meeting the need / demand in commerce
 (more likely a Section 101 issues)Why?
 • Hedge your bets, without putting in much additional work onapplication
 • Avoid USPTO classification into Art Unit under Tech Center 3600 forat least the first application
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Detailed Description
 • Examples of the specific solution• Be explicit on algorithmic steps, architecture and how data is organized and
 presented• Even if not arguably inventive algorithm or process, err on side of being over-
 inclusive (budget permitting)
 • Balance Section 101 concerns appropriately with Section 112and claim scope:
 • Be aware of description of the details of embodiments using phrases like “ . . . ascommonly known in art,” “such things . . . are well known,” or other boiler-platephrases often inserted for completeness (written description, definiteness)
 • Write out process and algorithm with Section 112 (f) in mind (means + function)• Be absolutely clear on claim terms! Put in explicit definitions of what key terms
 mean and don’t rely on what an inventor believes is a common understanding (confirm meaning with online dictionary like Webster’s)
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The detailed description (cont.)
 • Be careful about characterization of alternative, knowntechnologies that get job done
 • pre-emption tied to what technology problem was solved
 • Disclosure of alternative, known technologies (for the sake ofclaim breadth / novelty) even if not claimed can jeopardizepatent-eligibility
 • Novelty is a necessary, but not sufficient condition for patent eligibility – “a novelabstract idea is still an abstract idea”
 • Hard to argue that claimed hardware / software invented to solve the problem whenspecification says other hardware / software implementations may be used
 • If problem can be solved with known technology (as alternative) then arguably pre-empts
 • Provide support for alternative claiming• Means plus function (Enfish)
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Art unit 3600 - Alice rejections by tech center
 57squirepattonboggs.com
 Source: Juristat
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Art units 3620, 3680 and 3690 (E-Commerce)
 Distribution of Alice Rejections in TC 3600
 58squirepattonboggs.com
 Alice’s effects are most noticeable in the e-commerce work groups of TC 3600
 Source: Juristat
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The claims – avoiding TC 3600 classification
 • Avoid terms …• Sounding like finance or commerce-related - i.e., blacklisted
 field• Words used in claims found patent-ineligible• look at USPTO case examples / worksheets• e.g., avoid using terms like “transaction,” “contract,” “commodity,” “risk” etc.
 • Avoid preambles – Examiner’s taught that preambles are notlimiting on claims
 • USPTO also looks at “field of invention,” Summary andBackground of Invention when assigning to an art unit
 • Yes, it’s a cat and mouse game with USPTO classification
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Responding to Section 101 rejections
 • Did Examiner follow rules of procedure?• What cases help/hurt your case• MPEP provides virtually no guidance on Section 101 SME problems• Need to rely on examples, guidelines and memorandums issued to examining
 corps
 60squirepattonboggs.com
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Concluding thoughts – Prior Art
 • Enfish and McRO patent-eligibility based on similar reasonsfor why no pre-emption• Claims directed to a specific solution for solving a specific technological
 problem, as confirmed by a Specification that unequivocally was focusedsolely on solving that technology problem
 • Also, that specific solution was novel over the prior art
 • Put these cases in context• When drafting patent application often need to write out different solutions
 to problems, some of which may be in prior art.• Scope of invention also driven by need to amend claims based on
 Section 102, 103 rejections or avoiding design-arounds
 • It would be much easier to write a Section 101 – proof patentapplication inline with these cases if best prior art was knownat time of drafting
 61squirepattonboggs.com
 • Enfish and McRO patent-eligibility based on similar reasonsfor why no pre-emption• Claims directed to a specific solution for solving a specific technological
 problem, as confirmed by a Specification that unequivocally was focusedsolely on solving that technology problem
 • Also, that specific solution was novel over the prior art
 • Put these cases in context• When drafting patent application often need to write out different solutions
 to problems, some of which may be in prior art.• Scope of invention also driven by need to amend claims based on
 Section 102, 103 rejections or avoiding design-arounds
 • It would be much easier to write a Section 101 – proof patentapplication inline with these cases if best prior art was knownat time of drafting

Page 62
                        

Concluding Thoughts – blacklisted fields
 • McRO claim arguably not even remotely relatable to a“fundamental economic practice” or “methods of organizinghuman activity” – i.e., the blacklisted fields
 • McRO improvement - replace a human’s (subjective) thought processwith a machine running software for the sake of greater efficiency in thelip-sync animation process
 • What about a claim directed to a McRO-style improvement toreplace a time-consuming (and subjective) process ofapproving someone for a bank loan?
 • Would the Supreme Court be ok with such a claim?
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Lessons From Recent Federal Circuit Court Decisions
 Patent Prosecution and Defeating Abstractness:Minimizing the Risk of Sect. 101 Rejection
 Joe CasinoPartnerWiggin and Dana LLP
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This presentation is a summary of legal principles.
 Nothing in this presentation constitutes legal advice, which can only be
 obtained as a result of a personal consultation with an attorney.
 The information published here is believed accurate at the time of
 publication, but is subject to change and does not purport to be a
 complete statement of all relevant issues.
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Not well, “Federal Judges Slam Alice At Event Honoring JudgeWhyte,” Dorothy Atkins, Law360, (Oct. 18, 2016) :
 Judge Ronald Whyte (N.D. Cal.) criticized the U.S. SupremeCourt’s Alice ruling, saying it has spurred hundreds of patentinvalidity motions in their districts, and its two-part test foranalyzing patent validity is too subjective.
 U.S. district judges Leonard P. Stark (Del.), Andrew J. Guilford(C.D. Cal.) and Cathy Ann Bencivengo (S.D. Cal.) said thatthere’s been a rise in the number of patent invalidity motionsin their districts since the Alice ruling came out in 2014 andthat has slowed down pre-trial proceedings.
 Not well, “Federal Judges Slam Alice At Event Honoring JudgeWhyte,” Dorothy Atkins, Law360, (Oct. 18, 2016) :
 Judge Ronald Whyte (N.D. Cal.) criticized the U.S. SupremeCourt’s Alice ruling, saying it has spurred hundreds of patentinvalidity motions in their districts, and its two-part test foranalyzing patent validity is too subjective.
 U.S. district judges Leonard P. Stark (Del.), Andrew J. Guilford(C.D. Cal.) and Cathy Ann Bencivengo (S.D. Cal.) said thatthere’s been a rise in the number of patent invalidity motionsin their districts since the Alice ruling came out in 2014 andthat has slowed down pre-trial proceedings.
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At the Federal Circuit Judicial Conference inWashington, D.C. in April, Judge Gilstrapcommented that “[i]t’s a challenge tointerpret the court’s analysis and apply itfaithfully.”
 Judge Bencivengo said the test puts judges inthe difficult position of determining on acase-by-case basis what is an abstract idea
 At the Federal Circuit Judicial Conference inWashington, D.C. in April, Judge Gilstrapcommented that “[i]t’s a challenge tointerpret the court’s analysis and apply itfaithfully.”
 Judge Bencivengo said the test puts judges inthe difficult position of determining on acase-by-case basis what is an abstract idea
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“The Supreme Court has not established adefinitive rule to determine what constitutes an‘abstract idea’ sufficient to satisfy the first stepof the Mayo/Alice inquiry.” Enfish, LLC v.Microsoft Corp., 822 F.3d 1327, 1334(Fed.Cir.2016).
 The Supreme Court has recognized, however,that “fundamental economic practice [s],” Bilski,561 U.S. at 611, 130 S.Ct. 3218, “method[s] oforganizing human activity,” Alice, 134 S.Ct. at2356, and mathematical algorithms, Benson, 409U.S. at 64, 93 S.Ct. 253, are abstract ideas.
 “The Supreme Court has not established adefinitive rule to determine what constitutes an‘abstract idea’ sufficient to satisfy the first stepof the Mayo/Alice inquiry.” Enfish, LLC v.Microsoft Corp., 822 F.3d 1327, 1334(Fed.Cir.2016).
 The Supreme Court has recognized, however,that “fundamental economic practice [s],” Bilski,561 U.S. at 611, 130 S.Ct. 3218, “method[s] oforganizing human activity,” Alice, 134 S.Ct. at2356, and mathematical algorithms, Benson, 409U.S. at 64, 93 S.Ct. 253, are abstract ideas.
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In navigating the parameters of such categories,courts have generally sought to “compare claimsat issue to those claims already found to bedirected to an abstract idea in previous cases.”Enfish, 822 F.3d at 1334.
 “But in determining whether the claims aredirected to an abstract idea, we must be carefulto avoid oversimplifying the claims because ‘[a]tsome level, all inventions ... embody, use, reflect,rest upon, or apply laws of nature, naturalphenomena, or abstract ideas.’ ” In re TLICommc'ns LLC Patent Litig., 823 F.3d 607, 611(Fed.Cir.2016) (alterations in original) (quotingAlice, 134 S.Ct. at 2354).
 In navigating the parameters of such categories,courts have generally sought to “compare claimsat issue to those claims already found to bedirected to an abstract idea in previous cases.”Enfish, 822 F.3d at 1334.
 “But in determining whether the claims aredirected to an abstract idea, we must be carefulto avoid oversimplifying the claims because ‘[a]tsome level, all inventions ... embody, use, reflect,rest upon, or apply laws of nature, naturalphenomena, or abstract ideas.’ ” In re TLICommc'ns LLC Patent Litig., 823 F.3d 607, 611(Fed.Cir.2016) (alterations in original) (quotingAlice, 134 S.Ct. at 2354).
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Determining whether a patent's claims are “directed” to anabstract idea can be difficult because the Supreme Courtand the Federal Circuit have not defined precisely what anabstract idea entails.
 Consequently, district courts look to previous decisions tohelp define the type of claims that would qualify asdirected toward an abstract idea. The following categorieshave been recognized by either the Supreme Court or theFederal Circuit as abstract ideas: (1) something that could“be performed in the human mind, or by a human using apen and paper,” (2) “fundamental economic practices longprevalent,” (3) methods of organizing human activity, or(4) mathematical formulas. See CyberSource Corp. v. RetailDecisions, Inc., 654 F.3d 1366, 1372 (Fed.Cir.2011);
 Determining whether a patent's claims are “directed” to anabstract idea can be difficult because the Supreme Courtand the Federal Circuit have not defined precisely what anabstract idea entails.
 Consequently, district courts look to previous decisions tohelp define the type of claims that would qualify asdirected toward an abstract idea. The following categorieshave been recognized by either the Supreme Court or theFederal Circuit as abstract ideas: (1) something that could“be performed in the human mind, or by a human using apen and paper,” (2) “fundamental economic practices longprevalent,” (3) methods of organizing human activity, or(4) mathematical formulas. See CyberSource Corp. v. RetailDecisions, Inc., 654 F.3d 1366, 1372 (Fed.Cir.2011);
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Although courts have thus had little difficultyconcluding that claims drawn to the simpleautomation of fundamental economic practicessimilar to those at issue in Bilski and Alice areabstract, the determination of whether othertypes of computer-implemented claims areabstract has proven more troublesome. See, e.g.,Internet Patents Corp. v. Active Network, Inc.,790 F.3d 1343, 1345 (Fed.Cir.2015) (“[P]recisionhas been elusive in defining an all-purposeboundary between the abstract and theconcrete[.]”).
 Although courts have thus had little difficultyconcluding that claims drawn to the simpleautomation of fundamental economic practicessimilar to those at issue in Bilski and Alice areabstract, the determination of whether othertypes of computer-implemented claims areabstract has proven more troublesome. See, e.g.,Internet Patents Corp. v. Active Network, Inc.,790 F.3d 1343, 1345 (Fed.Cir.2015) (“[P]recisionhas been elusive in defining an all-purposeboundary between the abstract and theconcrete[.]”).
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But drawing a line between patent-eligible andpatent-ineligible manifestations of abstract ideas isoften difficult. See DDR Holdings, 773 F.3d at 1255.
 The recitation of “well-understood, routine,conventional activities,” previously known to theindustry, however, is insufficient to “transform theclaimed abstract idea into a patent-eligibleapplication.” OIP Techs., 788 F.3d at 1363 (internalalteration and quotation marks omitted) (quotingAlice, 134 S. Ct. at 2359).
 In determining whether the claims possess aninventive concept, the elements of a claim must beconsidered both individually and as an orderedcombination. Alice, 134 S. Ct. at 2355.
 But drawing a line between patent-eligible andpatent-ineligible manifestations of abstract ideas isoften difficult. See DDR Holdings, 773 F.3d at 1255.
 The recitation of “well-understood, routine,conventional activities,” previously known to theindustry, however, is insufficient to “transform theclaimed abstract idea into a patent-eligibleapplication.” OIP Techs., 788 F.3d at 1363 (internalalteration and quotation marks omitted) (quotingAlice, 134 S. Ct. at 2359).
 In determining whether the claims possess aninventive concept, the elements of a claim must beconsidered both individually and as an orderedcombination. Alice, 134 S. Ct. at 2355.
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No “definitive rule” exists to determine whatconstitutes an abstract idea, Enfish, 2016 WL2752655, at *4, and numerous court havenoted the difficulty that typically exists inmaking this determination. See, e.g., DDRHoldings, LLC v. Hotels.com, LP, 773 F.2d1245, 1255 (Fed. Cir. 2014).
 No “definitive rule” exists to determine whatconstitutes an abstract idea, Enfish, 2016 WL2752655, at *4, and numerous court havenoted the difficulty that typically exists inmaking this determination. See, e.g., DDRHoldings, LLC v. Hotels.com, LP, 773 F.2d1245, 1255 (Fed. Cir. 2014).
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“Notwithstanding the difficulties inherent in applyingSection 101, at least one relatively settled rule hasemerged: claims that ‘improve the functioning of thecomputer itself’ or ‘effect an improvement in anyother technology or technological field’ may providean inventive concept sufficient to overcome the riskof preemption inherent in claiming an abstract idea.”Williamson, cv-11-02409 SJO (JEMx) (C.D. Cal. Feb.17, 2016) (citing Alice, 134 S. Ct. At 2359 (citationsomitted)). In fact, this district has held “[t]hat genericcomputer technology allow[ing] for a more efficientprocess does not confer patent eligibility.” Wolf v.Capstone Photography, Inc., No. 13–cv–09573, 2014WL 7639820, at *13 (C.D.Cal. Oct. 28, 2014).
 “Notwithstanding the difficulties inherent in applyingSection 101, at least one relatively settled rule hasemerged: claims that ‘improve the functioning of thecomputer itself’ or ‘effect an improvement in anyother technology or technological field’ may providean inventive concept sufficient to overcome the riskof preemption inherent in claiming an abstract idea.”Williamson, cv-11-02409 SJO (JEMx) (C.D. Cal. Feb.17, 2016) (citing Alice, 134 S. Ct. At 2359 (citationsomitted)). In fact, this district has held “[t]hat genericcomputer technology allow[ing] for a more efficientprocess does not confer patent eligibility.” Wolf v.Capstone Photography, Inc., No. 13–cv–09573, 2014WL 7639820, at *13 (C.D.Cal. Oct. 28, 2014).
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David Kappos, Former Commisioner of U.S.P.T.O.Erin Coe, Law360, “Has the Supreme Court Set thePatent Eligibility Bar Too High, Sept. 6, 2016
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78.2% (18 out of 23Patent eligible)
 Most decisionsmade at themotion to dismissstage
 Patent Docs Blog, September Was a GoodMonth for Patent Eligibility in the DistrictCourts, Oct. 16, 2016, patentdocs.org
 Most decisionsmade at themotion to dismissstage
 78

Page 79
                        

Fenwick and West Bilski Blog,http://www.bilskiblog.com/
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Fenwick and West Bilski Blog,http://www.bilskiblog.com/Note: The time period starts post-Aliceand goes through at least August 2016.
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Court Patent Eligible Not EligibleDelaware 4.5 8.5E.D. Texas 5.5 0.5N.D. California 1 3
 Delaware - E/NEAndrews 1/6Sleet 1/2Robinson 0/1Stark 2/3M.J Burke 0.5/1
 Texas - E/NEM.J. Payne 4/4Gilstrap 0.5/1Schroeder 1/1
 California- E/NEKoh 0/1Seeborg 0/1Gilliam 1/1Donato 0/1
 As of October 27, 201681
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[C]onsider an exemplary scenario similar to one contemplated inPerdiem’s common specification of a mother desiring to track thelocation of her daughter who is travelling on a class field trip fromFlorida to Washington D.C. In this scenario, the mother(administrator) may authorize a chaperone (first user) that hastravelled with the daughter’s (second user) class to supervise and trackher daughter as well as have access to and convey the daughter’slocation (access object location information associated with the seconduser). When the class arrives at their hotel in Washington (associatingthe second user with a zone and/or event), the chaperone is authorizedto notify the mother and father (third user) that they have safelyarrived at their destination (conveying location, zone and/or eventinformation to a third user).
 [C]onsider an exemplary scenario similar to one contemplated inPerdiem’s common specification of a mother desiring to track thelocation of her daughter who is travelling on a class field trip fromFlorida to Washington D.C. In this scenario, the mother(administrator) may authorize a chaperone (first user) that hastravelled with the daughter’s (second user) class to supervise and trackher daughter as well as have access to and convey the daughter’slocation (access object location information associated with the seconduser). When the class arrives at their hotel in Washington (associatingthe second user with a zone and/or event), the chaperone is authorizedto notify the mother and father (third user) that they have safelyarrived at their destination (conveying location, zone and/or eventinformation to a third user).
 Defendant: The abstract idea ofmanaging the dissemination of locationand/or event information within acommunity” is patent ineligible 84
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Here, claim 6 requires a variety of computer-related components, including:“user identification code[s],” “a location information source,” and “aninformation access code.” The claim then recites a specific structure of rules forproviding information about the locations of objects to users and for managinguser access to this information. It is therefore not apparent that claim 6 recites“‘nothing significantly more’ than an instruction to apply [an] abstract idea . . .using some unspecified, generic computer.” Alice, 134 S. Ct. at 2360. Instead,claim 6 defines a set of rules for organizing and improving the behavior of acomputerized location information system.
 √EligiblePerdiemco, LLC. v. Industrack LLC, No. No. 2:15-cv-1216 (E.D. Tex. Sept. 21, 2016)
 Here, claim 6 requires a variety of computer-related components, including:“user identification code[s],” “a location information source,” and “aninformation access code.” The claim then recites a specific structure of rules forproviding information about the locations of objects to users and for managinguser access to this information. It is therefore not apparent that claim 6 recites“‘nothing significantly more’ than an instruction to apply [an] abstract idea . . .using some unspecified, generic computer.” Alice, 134 S. Ct. at 2360. Instead,claim 6 defines a set of rules for organizing and improving the behavior of acomputerized location information system.
 Accordingly, like the claims in Enfish andMcRO, the Court finds that claim 6 of the’012 Patent is not directed to an abstractidea and therefore survives step one of theMayo eligibility analysis. 85
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1. A computer controlled display system for displaying document objects ina three-dimensional document workspace on a display, said computercontrolled display system comprising:
 document receiving means for receiving document objects;
 positioning means for receiving user input for positioning document objectswithin said three-dimensional document workspace;
 workspace display circuitry for generating display information for displayingsaid three-dimensional document workspace and said document objects,said workspace display circuitry comprising:
 circuitry for displaying a focus space, said focus space for detail display of adocument object;
 circuitry for displaying an immediate space, said immediate space forephemeral positioning of document objects that are in use but not in focus;andcircuitry for displaying a tertiary space, said tertiary space for positioningdocument objects that are not in use.
 1. A computer controlled display system for displaying document objects ina three-dimensional document workspace on a display, said computercontrolled display system comprising:
 document receiving means for receiving document objects;
 positioning means for receiving user input for positioning document objectswithin said three-dimensional document workspace;
 workspace display circuitry for generating display information for displayingsaid three-dimensional document workspace and said document objects,said workspace display circuitry comprising:
 circuitry for displaying a focus space, said focus space for detail display of adocument object;
 circuitry for displaying an immediate space, said immediate space forephemeral positioning of document objects that are in use but not in focus;andcircuitry for displaying a tertiary space, said tertiary space for positioningdocument objects that are not in use.
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• Emphasizes that the patents are “directed to a computer userinterface”;
 • The limitation of dividing a computer display into three spaces “confine[s] the invention to a specific system and method” and consequently is“not an abstract idea.”; and
 • The patents are not directed to an abstract idea, because “the claimswere ‘necessarily rooted in computer technology in order to overcomea problem specifically arising in the realm of computer networks.’”(citing DDR Holdings, LLC v. Hotels.com, L.P., 773 F.3d 1245, 1257(Fed. Cir. 2014)).
 • Emphasizes that the patents are “directed to a computer userinterface”;
 • The limitation of dividing a computer display into three spaces “confine[s] the invention to a specific system and method” and consequently is“not an abstract idea.”; and
 • The patents are not directed to an abstract idea, because “the claimswere ‘necessarily rooted in computer technology in order to overcomea problem specifically arising in the realm of computer networks.’”(citing DDR Holdings, LLC v. Hotels.com, L.P., 773 F.3d 1245, 1257(Fed. Cir. 2014)).
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X Not EligibleTriDim Innovations LLC v. Amazon.com, Inc., 3:15-cv-05477, N.D. Calif., JudgeDonato, Sept. 19, 2016
 TriDim's claims are drawn to the very basic concept of retrieving andarranging documents based on frequency of use. …. Despite therepeated use of the word “circuitry,” no such circuitry is disclosed in thepatents. Much like the unpatentable subject matter in TLICommunications, the claims in question here are defined only in termsof their functions, which are directed to the abstract idea of retrievingand arranging documents by relative frequency of use. In re TLICommc'ns LLC Patent Litig., 823 F.3d at 613 (“[T]he claims, as noted, aresimply directed to the abstract idea of classifying and storing digitalimages in an organized manner.”).
 TriDim's claims are drawn to the very basic concept of retrieving andarranging documents based on frequency of use. …. Despite therepeated use of the word “circuitry,” no such circuitry is disclosed in thepatents. Much like the unpatentable subject matter in TLICommunications, the claims in question here are defined only in termsof their functions, which are directed to the abstract idea of retrievingand arranging documents by relative frequency of use. In re TLICommc'ns LLC Patent Litig., 823 F.3d at 613 (“[T]he claims, as noted, aresimply directed to the abstract idea of classifying and storing digitalimages in an organized manner.”).
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√EligibleZak v. Facebook, Inc., No.15-13437, E.D. Mich., Judge Berg, Sept. 12, 2016
 91
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