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 Welcome to the rst issue of our Intellectual Proper ty and
 Technology Newsletter. Our newsletter mirrors our global focus in
 many ways. In addition to reporting important legal developments
 worldwide, we also highlight our activities in the local and global
 communities where we live and work. We take community service
 seriously. Social responsibility simply is part of DLA Piper’s DNA.
 For example, in 2008 our lawyers in the US committed more than
 150,000 hours to pro bono service, placing us at the top of national
 rankings for pro bono hours.
 One of our most compelling projects is the work we perform on
  behalf of the Ugandan nonprot Conservation Through Public Health,
 which promotes conservation of endangered mountain gorillas and
 other wildlife. We assist CTPH and ensure its survival and success by
 handling trademark matters, counseling on contract issues, developing
  joint venture and proprietary data sharing agreements and advising
 on corporate matters. We also counsel it on IP for data relating to
 endangered mountain gorillas and on the publication of those ndings.
 These tasks help CTPH solidify its structure and achieve its vital
 goals. DLA Piper lawyers Lisa Haile, Stacy Taylor, Knox Bell,
 Mattias Luukkonen and Megan McCarthy perform this extensive
 IP and technology work, all on a pro bono basis.
 This is just one example of our commitment to pro bono service
 in the IP arena. We know that many of you share our vision of 
 giving back to society by volunteering legal services. If you hear 
 of an IP pro bono opportunity, let us know. If you have a pro bono
 opportunity in mind and want more horsepower, or if you think it
 would be fun to work together on a pro bono matter, please tell us.
 Together, we can make a difference.
 Please let me know your feedback on this newsletter. We want to
 deliver the news and information you nd most interesting.
 [email protected]
 EDITOR’S COLUmNON PRO BONO, mOUNTAIN GORILLAS AND GIvING BACk
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 DLA PIPER WINS $4.6 mILLION INPATENT TRIAL — fOR THE DEfENDANT!
 dLA Pip’ pa liiai a a w a awa $4.6 illi i
 ay’ a u li llwi a pl viy i
 i a uli-pa lawui. t a, l i su dii
 nw Yk, ivlv la iipi aiy li.
 I juy ial, dLA Pip w a juy vi ii a
 ivaliiy. I ubqu b ial, w w iai  
 iquiabl u, xpial a a awa ay’ .
 ou li iv ulia vi Jauay 5, 2009,
 w u awa i $4,663,744.34 i aabl ay
 a . Pa John Allcoc, Nancy Di, Bill Goldan a
 Randy kay l ial a, wi ilu aia marc Belloli,
 Ada Garson a Danica Ray.
 t p p p c pc c,
 b c.
 a le t ter   f r m our  gr up Chir 
 Bill gla, nay dix, J Allk a ray Kay
 2009  us he rs i n  t his  ne w 
  p u blica tio n —a nd a  ne w  na me f o r 
 o u r g ro u p. As of  Ja n ua r y 1, o u r 
 la w ye rs  beca me  k  no w n  wo rld wide 
 as  D LA  Pi pe r’s  I n tellec t ual 
  P ro pe r t y a nd Tec h nolog y g ro u p. 
 T he  ne w  na me a p tl y desc ri bes 
  t he ca pa bili ties of  o u r  nea rl y 
 400 la w ye rs,  w ho ca n  be f o u nd 
 i n 48 ci ties i n 22 co u n t ries. 
  F ro m  Bei ji ng  to  Ne w  Yo r k , a nd 
  vi r t uall y e ve r y w he re i n  be t wee n, 
  we do  I P  wo r k  f o r all  k i nds of  
 co m pa nies, a nd  we do all  k i nds of   wo r k  f o r  tec h nolog y co m pa n
 ies i n 
 all  t hose  ma n y places. 
  I t’s a  bi t of  a c ha nge f  ro m  t he 80-la w ye r Sa n  Diego la w
    r m 
 called G ra y Ca r y A mes a nd  F r ye  t ha t  I  joi ned o ve r 25  y
 ea rs ago. 
  Fo u r  yea rs ago, G ra y Ca r y  Wa re a nd  F reide n ric h,  Pi pe r  R 
  ud nic k  
 a nd  D LA ca me  toge t he r  to f o r m  D LA  Pi pe r —a nd si nc
 e  t he n  t he 
  res pec ti ve s t re ng t hs of   t hose o rga niza tio ns i n t he i n tel
 lec t ual 
  p ro pe r t y a nd tec h nolog y a reas  has solidi ed a nd g ro w
  n. 
 T his  p u blica tio n  hig hlig h ts o nl y a s mall  pa r t of   w ha t  w
 e do 
 a nd  w he re  we do i t.  We  reg ula rl y  t r y  pa te n t cases —i n 
  t he 
  ITC as  well as i n  Dis t ric t Co u r ts  t h ro ug ho u t  t he  US — t h
  us  t he 
 f ea t u re a r ticle.  We  ha ve  t ha t ca pa bilit ywo rld wide, so  m y glo bal 
 co-c hai r Si mo n  Le vi ne a ndcolleag ue  Ne ville Co rdell  w
  ri te 
 a bo u t  pa te n t li tiga tio n i n  t he  U K , a n i nc reasi ngl y i m po r
  ta n t 
 f o r u m o n  t he  wo rld s tage.  I n  t his iss ue,  we also disc uss
  iss ues 
 s u r ro u ndi ng  p rosec u tio n a nd e nf o rce me n t of   pa te n ts f o r
  all  k i nds 
 of co m pa nies, i ncl udi ng  t hose  wi t h sof  t wa re a nd  t he  I n
  te r ne t as 
  k e y  pa r ts of   t hei r  b usi ness. A nd  we  p ro tec t clie n ts’  t ra
 de ma r k s 
 a nd  b ra nds  t h ro ug ho u t t he  wo rld, as disc ussed i n  t he a r t
 icle a bo u t 
 C us to ms e nf o rce me n t. 
 Si nce a  big  pa r t of  o u r wo r k  is i n  t he  tec h nolog y sec to r,
 we  re po r t 
  he re o n  t he  D LA  Pi pe r Glo bal Tec h nolog y S u m mi t  he
 ld las t 
 q  ua r te r a t  t he  Fo u r Seaso ns  Ho tel Silico n  Valle y.  Hos te
 d  b y o u r 
 C hai r ma n  E me ri t us Senator George  Mitche l l, a nd i n vol vi ng 
  k e y no te s pea k e rs li k e  Mic rosof  t c hief  a rc hi tec t  R a y Ozzie 
 a nd 
 S u n Mic ros ys te ms C EO Jo na t ha n Sc h wa r tz,  t he S u m mi t of f e red 
 a dis ti ng uis hed  pa nel of  s pea k e rs disc ussi ng  t he  p rese
  n t a nd 
 f  u t u re of   t he glo bal  tec h nolog y  ma r k e ts. 
  We  ho pe  yo u  will   nd  t his  p u blica tio n of  i n te res t. 
  jo h n.allcoc k @dla pi pe r.co m
  John Allcock
 Par ner global co-chair and 
 Us chair, In elle ual 
 Proper  y and  tehnolo y
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 By B Yaaia
 The Federal Circuit’s long-awaited decision in In
 re Bilski, 545 F.3d 943 (Fed. Cir. 2008), petition for 
 cert. fled (U.S. Jan. 28, 2009), claries the rules for 
 determining patentability of a method claim. Bilski 
 already is affecting the litigation and prosecution
 of patents involving method claims, particularly
 in the software eld. Bilski also has set the stage
 for future battles by providing an arsenal of new
 arguments and strategies.
 The patent application at issue in Bilski 
 involved methods for hedging r isk in the eld of 
 commodities trading. Applying the “machine-or-
 transformation” test, the court rejected the Bilski
 claims, noting they did not recite any machine or 
 apparatus, nor did they indicate that an article was
  being transformed into a different state or thing.
  Bilski’s importance rests in the issues which likely
 will become new battlegrounds in the litigation of 
 method claims: rst, any machine or t ransformation
 recited in a claim must play a signicant role in the
 invention—but how is signicant or insignicant
 activity to be determined?; second, given loose
 industry denitions, what does it mean when an
 article is transformed into a different “state”?
 INDUSTRIES mOST AffECTED –
 SOfTWARE, BANkING AND fINANCE
 The Bilski decision likely will have the biggest
 impact on the software industry, where patent
 ofces and courts worldwide have grappled for 
 decades with how to treat software inventions
 under the patent laws. Bilski does nothing to end
 that struggle. We can anticipate inquiries asking
 whether the hardware that runs software is sufcient
 to satisfy the “machine” test and is not merely
  performing insignicant, extra-solution activity,and whether software patents involve transforming
 the “state” of such hardware as computers, chips or 
 transistors. Industries that collect, process or transfer 
 information—such as banking and nance—will
 also be affected directly by Bilski.
 LITIGATION STRATEGIES AND
 TACTICS IN LIGHT Of Bilski
 If a patent holder believes its method claims
 are vulnerable under the Bilski machine-or-
 transformation test, it should consider the following
 strategies and tactics:
  ■ Attempt to obtain claim constructions that
 include structural components (such as a
 computer) on the basis that the components are
 either expressly or inherently required by the
 claimed method. (In some instances, this may
  be counter to the well-established rule that it is
 improper to read the specication into the claims.) ■ If a preamble recites structure, attempt to obtain
 a ruling that a preamble is limiting, as a way of 
 satisfying the “machine” part of the test. Courts
 are supposed to construe claims to avoid invalidity
 whenever possible, and this would suggest that
 courts should nd preambles to be limiting if 
 the alternative is invalidation under  Bilski.
  ■ At trial and in briefs and hearings (such
 as a Markman tutorial), counsel and experts
 should highlight the importance of machines in
  practicing the invention and claims. Graphics
 and animations wil l be key.
 Accused infringers, in contrast, should consider 
 these strategies and tactics:
  ■ Oppose the tactics of the patent holder 
 described above. In particular, make sure that
 structure is not improperly imported into the
 claims via claim construction.
  ■ Obtain resolution of  Bilski issues at  Markman 
 or through summary judgment. Application
 of the machine-or-transformation test is a legal
 issue decided by the cour t (the judge and not
 the jury). ( Id. at 950-51). Arguably, it should
  be part of the claim construction process, as
 the court noted that a section 101 inquiry is amatter of both claim construction and statutory
 construction. ( Id. at 951). In the coming months,
 we likely will see a wave of procedural motions
 regarding the appropriate time for a district
 court to make a nding under the machine-
 or-transformation test. Clearly, an accused
 infringer should seek early resolution.
  ■ For those claims reciting a machine, argue that
 the machine is performing mere “insignicant
 extra-solution activity.” Bilski states that data
 04 | ic Pp tc n
 DLA PIPER
 SUCCESSfULLY
 REPRESENTS JCm
 IN mAJOR PATENT
 INfRINGEmENT
 SUITS
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 .pp.c/p_b | 05
 gathering typically is not sufcient, so one
 strategy would be to argue that all of the claimed
 activity performed by the machine is akin to
 data gather ing, or involves the same level of 
 complexity, and therefore also is insignicant.
 ■ Attempt to extend  Bilski to apparatus
 claims. Software patents often have parallel
 method and apparatus claims, where the
 method claims recite “the steps of X, Y and Z”and the apparatus claims recite “a computer 
  programmed to do X, Y and Z.” One can argue
 that in such apparatus claims the computer is
  performing mere “insignicant extra-solution
 activity” and that there is little substantive
 difference between the apparatus and method
 claims, such that the holding and reasoning of 
  Bilski also should apply to apparatus claims.
 While the Federal Circuit did not expressly
 endorse this approach, it certainly merits
 consideration given the cour t’s opinion.
 PROSECUTION STRATEGIES AND
 TACTICS IN LIGHT Of Bilski
  Bilski also will impact prosecution, although
  probably to a much lesser extent than it impacts
 litigation. Practitioners should be on the lookout for 
 changing trends in the Patent Ofce’s rejection of 
 method claims.
 In addition, patent holders should consider instructingtheir patent lawyers to review their por tfolio of 
 issued patents and pending applications to see if 
 any method claims are vulnerable under  Bilski. If 
 so, they should consider amending the claims in
  pending applications and seeking reissuance of issued
  patents to add as much structure into the claims
 as possible or to highlight the transformation of 
 articles. As a basic example, instead of reciting
 a step of “storing data,” one instead could say
 “storing data in a nonvolatile memory device,” or 
 even “storing data in a nonvolatile memory device
  by changing the state of transistors in said device.”
  Bilski was not as earth-shattering as some hadexpected (or feared). However, as with most big
 decisions, Bilski sets the stage for future battles
 and, at the moment, provides litigants with an
 arsenal of new arguments and strategies. The
  patent owner in Bilski recently led a petition for 
 certiorari seeking review of the decision, so some
 of those battles ultimately may be fought before
 the United States Supreme Court. Stay tuned.
 B y p P l
 pcc, b dla Pp’ sc V c.
 y c [email protected].
 t Bilski c k v
 b pc .
 Our goal was to convene global
 technology leaders with wide-
 ranging expertise in many
 technology sectors. The Summit’s
 format—combining speakers,
 moderated panels and a series of 
  breakout sessions—fostered lively
 discussion and debate. While the
  planning for the Summit began
 almost a year ago, the timing of 
 the Summit—in October 2008,a week after the fall of Lehman
 Brothers—added an element of 
 urgency to the discussions.
 Ray Ozzie (Chief Software
 Architect, Microsoft Corporation)
 was the Summit’s keynote
 speaker, and Jonathan Schwartz
 (President and CEO, Sun
 Microsystems) was the featured
 lunch speaker. Other prominent
  participants included Len
 Lauer, COO, QUALCOMM;
 Padmasree Warrior, CTO,
 Cisco; Frank Quattrone, CEO,
 Qatalyst; Ken Wilcox, President
 and CEO, Silicon Valley Bank;
 Alan Brenner, SVP, Research in
 Motion; and Corey Goodman,
 President, Biotherapeutics and
 Bioinnovation Center, Pzer.
 Senator George J. Mitchell, DLA Piper’s Global Chairman Emeritus,
 addressed the gathering and Rocky Lee, DLA Piper’s Head of 
 Venture Capital and Pr ivate Equity—Asia, served as a panelist.
 The event lives on in cyberspace. Please visit
 www.dlapipertechleaderssummit.com/s4637/ for access to videos of 
 featured speaker Jonathan Schwartz, as well as panels on Financing the
 World’s Emerging Technologies and Mobile Computing and Content .
 Attendees also contributed to the DLA Piper 2008 Technology Leaders
 Forecast Survey. To read its ndings, please visit here:
 www.dlapipertechleaderssummit.com/64/s4637/en-US/
 techsummit/survey/.
 sa g J, mill, caia eiu, dLA Pip
  Jaa swaz, Pi a ceo, su miy
 TOP TECH LEADERS mEETAT DLA PIPER SUmmIT
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 PAtent LItIgAtIon
 trendsSection 337 has long been lauded as one
 of the most powerful remedies available
 to United States patent holders seeking to
 enjoin the importation of infringing products
 into the United States. Since 1999, the
 number of Section 337 patent infringement
 investigations instituted at the International
 Trade Commission (ITC) has dramatically
 increased (see chart).1 
 The ITC is an independent, quasi-judicial
 federal agency with broad investigative
 responsibilities in trade matters. Most
 importantly, the Commission adjudicates
 cases involving alleged infringement of IP
 rights by imported goods. But with its power 
 comes great cost for litigants. The breakneck 
  pace of litigation at the ITC means spending
 more, and spending it in a very compressed
 time frame, while placing unusual st resses on
 company resources. Is it worth it? Does the
 ITC provide an advantage to patent holders
  proportionate to the costs? If you are sued in
 the ITC, what are your chances of prevailing?
 ITC litigants seeking answers may nd it
 helpful to look not at the storied reputation
 of the ITC but its current approach. What is
 the collective approach to patent l itigation
 of the ALJs who currently adjudicate cases?
 An empirical analysis of their collective
 decisions is useful to patent holders deciding
 how and where to pursue disputes. The data
 set for this article is a review and analysis
 of any patent completely adjudicated2 by a
 current ALJ in the last ten years.
 THE CURRENT BENCH
 Of the six current ALJs, only one, Chief 
 Administrative Law Judge Paul J. Luckern,came to the ITC before 2002 (he began his
 ITC service in 1984).3 The other ALJs have
 served as ALJs in other venues, including
 the Social Security Administration, the
 Environmental Protection Agency and the
 Ofce of Medicare Hearings and Appeals.
  Notably, Chief ALJ Luckern’s educational
  background is technical; his undergraduate
 degree is from Georgetown University in
 chemistry, and his Masters Degree is also in
 chemistry f rom Cornell University.
 The current bench is attract ive for litigants
  because over 80 percent of the docket for each of the current ALJs are patent cases.4 In
 contrast, patent cases make up approximately
 one percent of district court cases and about
 one-third of the cases at the Federal Circuit.5 
 In other words, the ALJs at the ITC live and
  breathe patent law. Indeed, for critics who
 have spent years yearning for a specialized
  patent court, that forum arguably already
 exists—the ITC.
 06 | ic Pp tc n
 By Bia fay
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 HOW THE CURRENT ITC
 BENCH TREATS PATENTS
 The winning percentage for complainants in
  patent cases at the ITC is generally higher 
 than the winning percentage for patent
  plaintiffs in federal district courts. Between
 1975 and 1988, complainants secured an
 infringement nding and avoided a nding
 of invalidity and/or unenforceability
 in 75 percent of patent cases brought before the ITC, compared with a sub-45
  percent winning percentage in federal
 district courts.6 From 1995 to 2000, ITC
 complainants prevailed at a 67 percent rate,
 while the rate in federal district court cases
 remained about the same.7
 But what has happened since the explosion
 of litigation at the ITC in the last decade?
 Moreover, how does this current bench— 
 largely composed of relatively recent
 appointments—treat complainants?
 The truest view of the jurisprudence of this
  bench is best obtained by evaluating itsapproach to patent litigation on a patent-by-
  patent basis.
 Perhaps the most essential fact to emerge
 from the analysis is this: while the ITC
 traditionally was viewed as a pro-patentee
 venue, the winning percentage for patentees
 has been declining steadily. In the last ten
 years, the winning percentage for patentees
 has dropped considerably, to 55 percent.
 Similarly, on a patent-by-patent basis over 
 the same time period, infringement ndings
 resulted for 52 percent of the patents.
 The current ALJs show great deference to
 the United States Patent and Trademark 
 Ofce’s decision to issue a patent— the
 currently appointed ALJs only invalidate
 approximately one in fve patents. In
 contrast, from 2000 through 2004, patents
 were invalidated by district courts over 48
  percent of the time.9
 Even more strikingly, inless than 4 percent of cases do the currently
 appointed ALJs nd patents unenforceable
 due to inequitable conduct or patent misuse.
 In contrast, from 2000 through 2004, district
 courts found patents unenforceable at a rate
 of 30 percent.10
 From a historical perspective, the rate
 at which the current group of ALJs nd
 infringement is far lower than the rate that
 existed in the 1970s and 1980s, but the ITC
 is still a patent-friendly jurisdiction. Despite
 the decline in patent-friendly rulings, there
 are still many advantages to ling in the ITC.First, the ALJ dockets are predominantly
 made up of patent cases. Second, even in
 this post-eBay landscape, injunctions are
 still virtually guaranteed to complainants
 who prevail at the ITC. Third, the ITC
 features relaxed jurisdictional requirements,
 including in rem jurisdiction over products.
 And, nally, timing remains a signicant
 factor: the majority of ITC investigations
 go to trial within one year of ling.
 Today, the world is different for litigants in
 the ITC, as compared with the 1970s, 80s and
 90s—respondents have a ghting chance, but
 it is still a patent-friendly jurisdiction.
 B , b dla Pp’ s d
 c, p p J 2009.h b c [email protected].
 1. i q c 2009 itC, cp .
 2. C jc cp “ v” “v .” t , xp, b p
   cp c v b pc c pp c p v-652 b c v -635 c.
 3. o ap 19, 2002, itC pp alJ C e. Bck .o ap 16, 2007, itC pp alJ C C. Ck. oocb 17, 2007, itC pp alJ t r. ex.o J 7, 2008, itC pp alJ rb K . r. odcb 8, 2008, alJ e J. g pp.
 4. C, C V., P Pc? a epc a P C i t C, 50 William 
 and mary l. r ev. 63, 70, . 28 (2008).
 5. i.
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 For generations, the United
 States Bureau of Customs andBorder Protection (Customs) has
  played an important role policing
 America’s borders. Customs
  proceedings provide a powerful
 resource for trademark owners
 seeking to protect their brands
 from counterfeit and infringing
 goods ooding the US from
 abroad. Partnering with one
 of America’s oldest and most
 important federal agencies—and
 in particular taking advantage
 of the important tool provided
  by ex parte proceedings— 
 trademark owners can wield an
 important weapon in the ght
 against fakes.
 CUSTOmS EvOLvES
 fROm RAINmAkER TO
 GATEkEEPER
 One of the rst acts of the
 Congress in 1789 was to establish
 Customs. For the cash-strapped
 new nation, its original purpose
 was monetary: funding the
 federal government by collecting
 tariffs on imported goods at
 their point of entry. For well over 
 a century, Customs’ revenues
 funded nearly the entire federal
 government’s budget. One bit
 of apocrypha holds that during
 the 19th century, more than half 
 the US budget was gathered
 at a single cashier’s window
 in the original Customs house
 in Manhattan.
 Over time, it became clear that
 Customs, which was already
 stationed at the gates, could not
 only gather funds but act as a
 guardian, stopping the entry of 
 dangerous contraband into the
 US. Customs thus became not
 only a rainmaker but gatekeeper,
 facilitating legitimate trade
 while enforcing protective
 laws. As part of this gatekeeper 
 function, Customs is now armed
 with quick, efcient proceedingsthat allow it to block imported
 articles that infringe on certain
 IP rights, including trademarks.
 As trademark owners develop
 their brand strategies, they
 should take into account
 these statutory and regulatory
 authorities, which use a variety
 of federal laws to provide
 considerable protective recourse.
 CUSTOmS CAN ONLY
 ACT ON RECORDEDTRADEmARkS
 Before seeking brand protection
 from Customs, trademark 
 owners must record their 
 registered trademarks with
 Customs through the Intellectual
 Property Rights e-Recordation
 online system. While the Tariff 
 Act and the Lanham Act both
 authorize Customs to block 
 importation of goods bearingmarks that infringe federally
 registered trademarks, Customs
 can only recognize the validity
 of a registered mark—and assist
 agents inspecting cargo—when
 the marks have been recorded in
 internal computer systems that
 agents use on the front lines.
 Recordation is a worthwhile
 investment of time and resources.
 Recording a trademark costs
 $190 per class of goods. (19
 C.F.R. § 133.33). Once a brandowner records its trademark 
 with Customs, Customs then has
 the ability to block importation
 of counterfeits or goods that
 infringe its trademark rights.
 Brand owners may also nd it
 worthwhile to provide Customs
 with additional guidance
 about their marks. Agents are
 not uniformly aware of every
 recorded mark. That is why
 Customs permits and even
 recommends that brand owners provide periodic training to
 Customs agents at ports of entry.
 Ex PartE PROCEEDINGS
 PROvIDE SWIfT RELIEf
 In order to prevent Customs
 agents at different ports of entry
 from interpreting infringement
 differently, Customs offers
 USING CUSTOmS TOPROTECT AGAINSTTRADEmARk INfRINGEmENT
 “tk c C pc  b-pc .”
 By Jp c. gia
 trademark owners who have
 recorded their marks the
 opportunity to initiate a relatively
 informal administrative ex parte 
  proceeding that may result in a
  binding, powerful infringement
 ruling. This proceeding is little
 known but can halt certain
 infringing goods at the border.
 To begin the process, counsel
 for a party who has recorded a
 federally registered trademark 
 applies for a ruling from the
 Chief of Customs on whether 
 a particular type of imported
 article infringes the trademark.
 The article in question may be a
 sample of an infringing product
 found abroad. Counsel presents
 a series of legal arguments,
 supported by factual evidence,
 demonstrating how confusion in
 the marketplace will likely occur 
 if the offending item enters into
 US commerce.
 If the trademark owner persuades
 the Chief of Customs, a ruling
 issues that uniformly bans the
 infringing product from being
 imported into the US. Customs
 generally makes these rulings
  public upon issuance to ensure
 transparency and equal treatment
 of traders. With a favorable ruling
 in hand, a trademark owner has
 an almost foolproof guarantee
 that Customs’ decision to deny
 entry to the infringing product
 will be applied uniformly by
 agents at all US ports of entry.
 The process is fast—Customs
 must rule on these advance
  binding ruling applications in
 writing within 15 working days
 of submission. If Customs cannot
 rule within this time, Customs
 must advise the applicant of the
 reason for delay and provide an
 expected date for the ruling.
 Once issued, a ruling remains
 valid for as long as Customs
 dictates. The ruling is binding
 on Customs, which will not
 revisit an advance ruling even
 if numerous importers seek to
 reverse the decision.
 Prominent brand owners such
 as LVMH, Coach and Bose have
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 obtained many advance binding
 rulings from Customs blocking
 the import of knockoffs and
 allowing the brand owners to
  protect their high-end, registered
  product designs.
 RULINGS ARE NOT
 ABSOLUTE, BUT THEY HAvE
 LITTLE DOWNSIDE
 Importers do have some recourse
 against such rulings. If an
 importer has its products seized,
 it may have rights to appeal to
 an Article III court , to seek an
 injunction against Customs or 
 to seek a reversal of any nes
 or penalties levied. Customs
 may reject a trademark owner’s
 application for an advance
  binding ruling.
 Even in such cases, though,a trademark owner faces few
 disadvantages for having
 initiated the process. If there are
 subsequent formal proceedings,
 an unfavorable Customs ruling is
 not a binding legal determination
 that will be given any deference
  by a court. Addressing the
 legal effect of Customs’
 decision-making authority
 in an analogous setting, the
  Ninth Circuit Court of Appeals
 recently held that Customs’
  position would not receive
 deference. United States v. Able
 Time, Inc., 545 F.3d 824 (9th Cir.
 2008). As a result, trademark 
 owners face little downside
 when deciding to initiate these
 ex parte proceedings as part of 
 their brand-protection strategies.
 For many reasons, Customs is
 a valuable partner for brand
 owners as they seek to stop the
 tide of illegal imports before they
 enter US borders. Cooperating
 with one of the oldest and mostimportant federal agencies is an
 important part of a legal strategy
 to protect an investment in
 intellectual property.
  Jp C. gc p 
 tk, Cp m pcc, b
 n yk. y c
  [email protected].
 DLA Piper’s patent litigators collaborate closely across borders in many ways to help
 our clients achieve their strategic goals. San Diego partner John Kinton recently
 completed an extended secondment, working with partner Julia Schönbohm in
 the Frankfurt ofce.
 With its large economy and well-developed patent system, Germany is one of 
 the most signicant patent lit igation venues outside the US. Many multinational
  patent enforcement strategies include Germany as a venue.
 While in Frankfurt, John assisted Julia in advising clients on a number of IP
 issues, particularly as they related to the US. He also advised several German
 clients regarding the scope and impact of US electronic discovery duringlitigation—a concept still quite unfamiliar and unsettling to many companies
  based outside the US. John’s secondment strengthens the links between
 DLA Piper ofces and broadens our lawyers’ mutual understanding of IP issues
 essential to international clients.
  J K dla Pp llp (us) cc p , i t
 C (itC) pc, p p c . h b c
  [email protected]. J scöb dla Pp uk  llp v pc c iP c p pc, k 
 , c cp . rc  [email protected] .
 L r: A-mai eila a (supps); elizab day (dLA Pip); cai Yai (JAms); n Kall (su miyeliab ei (dLA Pip); Ja cay (Il); ma olk (dLA Pip)
 DLA Piper recently hosted nearly 200 attendees
 at “Successfully Navigating Complex IP Issues,”
 its second annual Women in IP Law event in
 East Palo Alto.
 The Women in IP Law program str ives to
  promote skills, education and networking
 opportunities for women in the eld of IP.Panelists included in-house lawyers from Sun
 Microsystems, SupportSoft and Intel; a renowned
 mediator from JAMS; and DLA Piper partners
 Elizabeth Day and Megan Olesek from East
 Palo Alto and Elisabeth Eisner from San Diego.
 Among the attendees were in-house counsel for 
 Silicon Valley technology companies including
 Apple, Cisco, Cadence, Clorox, Hewlett-
 Packard, SAP, Intel, Intuit, Nokia, Palm, Sun
 Microsystems, Yahoo and Zoran. The lively CLE
 event featured two discussions, “Patent Licensing
 and Patent Exhaustion: What Businesses Need
 to Know after Quanta v. LG” and “Strategies for 
  Negotiating Effective Settlements in IP Disputes.”
 Co-sponsors of the event were The Associationof Corporate Counsel and Women in Licensing
 Bay Area. In Fall 2009, DLA Piper will host the
 third annual Women in IP Law event.
 ezb d cc pcc p iP- .
 rc [email protected]
  J Ki
  Julia söb
 SILICON vALLEY UPDATE
  WOmEN IN IP CONvENE
 SECONDmENT PROGRAm fURTHERSGLOBAL SERvICE IN PATENT LITIGATION
 By elizab day
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 Patent litigation is not on your radar. The company
 you work for is far removed from the world of 
 high technology, and its legal department does
 not need patent expertise. In your line of work,
 IP means protecting and respecting trademarks
 and copyrights, while patent disputes are best
 left to technology companies that develop cutting
 edge products.
 But, if your company has a website, your perspective
 may soon change. The Administrative Ofce of 
 the United States Courts, which publishes annual
 statistics on the number and type of lawsuits that
 are led, has estimated that about 2,900 patent
 lawsuits were led in scal year 2007. Over the last
 few years these numbers may have been relatively
 at, but an increasing percentage of these cases
 concern websites and the Internet.
 NEW INTERNET PATENT LAWSUITS
 TARGET INExPERIENCED DEfENDANTS
 Internet-related patent suits began well over a
 decade ago, largely focusing on service providers
 and suppliers of communication backbones. Some
 highly publicized cases also targeted e-commerce
 “shopping cart” technology. Today’s suits, however,
 are welcoming less obvious players to the party.
 Plaintiffs increasingly prey on entities who are
 less experienced in patent litigation, introducing
 a new generation of in-house counsel to nicheconcepts like Markman hearings and the doctrine
 of equivalents. Indeed, an increasing number of 
 online companies are calling on counsel to defend
 them in patent litigations. Accused technologies in
 these cases range f rom complex communications
 software and edge caching to simple formatting of 
  product photographs and input forms on a product
 web page. Non-competitors, often called more
 derogatory names (i.e., patent trolls), are the typical
  plaintiffs in these new-age Internet patent suits.
 INTERNET PATENT LITIGATION —ITS GRAvITY mIGHT PULL YOU IN
 eDISCOvERY: IS YOUR COmPANY READY?
 t cp c v cv dcv pp.
 Please join the leaders of DLA Piper’s Electronic Discovery and Readiness practice group,
 Browning Marean and Kathy Owen, for a free webinar series to help your in-house legal
 department understand the ever-shifting landscape of eDiscovery procedures.
 Part 1 in the series, “Update on Critical eDiscovery Cases,” takes place on February 24, at
 10 a.m. Pacic/12 p.m. Central/1 p.m. Eastern. Register now for the February conference, and
 we will invite you to our next event on April 14, “Designing, Implementing, Maintaining and
 Releasing Litigation Holds,” with more details to follow. Please contact Venus Figueroa, at
 [email protected], to register.
 For corporate counsel new to the game, a few
 issues should come to the fore. For example, merely
 having a website does not mean that you are subject
 to general personal jurisdiction in the plaintiff’s
 choice of forum. Facts may very well weigh
 against a nding of general jurisdiction. Specic
  jurisdiction is a separate but equally factual
 situation. One appellate case noted that while the
  particular defendant’s website was available to “all
 customers throughout the country who have access
 to the Internet,” it was not sufciently targeted
 to customers in the forum to justify jurisdiction.
 Trintec Indus. v. Pedre Promotional Prods., Inc.,
 395 F.3d 1275, 1281 (Fed. Cir. 2005).
 A related inquiry is whether defense of the suit
 can be tendered to the third par ty who hosts your 
 website. The true target of the accusations may well
  be the third party’s equipment or website design.
 If a non-competitor brought the suit, odds are that a
 dozen companies were sued together. In such cases,
 these targets should explore participating in a joint
 defense group. Sharing costs and tasks among a
 group can bring signicant synergies. And if a
  previous round of defendants made progress nding
  pre-existing technology that casts doubt on whether 
 the patent really describes anything new, cooperating
 with those defendants in assessing invalidity could
 likewise reduce costs and improve chances of success.
 International clients face special concerns: the
 threat of being pulled into US courts, plus the
 export of website and Internet-based patent
 litigations abroad. The Internet is worldwide, and,
 given time, the patent litigation emanating from it
 will reect that global reach.
 e skk p dla Pp’ P
 l pcc, b s d. y c
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 THE mODERN PATENTS COURT:
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 SHEDDING
 NEW LIGHTDLA Piper honors all the 2008 Nobel Prize winners, especially
 Dr. Roger Tsien from the University of California, San Diego. He has
 achieved distinction for his tireless efforts expanding the use of green uorescent
 proteins (GFP) found in jellysh, and we are proud to have represented
 The Regents of the University of California in obtaining patents for his GFP
 technology over the years. Congratulations to Dr. Tsien and all the winners
 for their commitment to excellence. When it matters to building
 a better tomorrow, it matters to us.
 a a
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